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DETAILED ACTION 

Response to Amendment 
1. The Applicant's amendment, filed 7 December 2007, has been received, entered 
into the record, and considered. 



2. As a result of the amendment, claims 1-4, 7-10, 12-24, 26-33, 36-48, 50-53, 56, 58, 
59, 62-74, 76-83, 86-98 and 100 have been amended, and claims 11, 34, 35, 60, 61, 84, 85, 
have been canceled. Claims 1-10, 12-33, 36-59, 62-83 and 86-100 remain pending in the 
application. 



The Invention 

3. The Applicant's specification discloses a method and apparatus for 
identifying/analyzing potential patent infringement. 



Priority 

4. The Applicant's claim to domestic priority tmder 35 U.S.C. § 119(e) based upon 
U.S. Provisional Patent Application 60/419,184, filed on 17 October 2002, is 
acknowledged. 
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Specification 

5. In view of the Applicant's amendment to the specification, the pending objection 
to the specification is withdrawn. 

Double Patenting 

6. In view of the claim amendments, the pending rejection based upon statutory 
double patenting is withdrawn. 

7. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grotmded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 USPQ2d 
2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van 
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Omwm, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 
619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown 
to be commonly owned with this application, or claims an invention made as a result of 
activities imdertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply 
with 37 CFR 3.73(b). 

8. Claims 1-10, 12-33, 36-59, 62-83 and 86-100 are rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1-88 
of U.S. Patent No. 7,296,015. Although the conflicting claims are not identical, they are 
not patentably distinct from each other because the rejected claims of the instant 
invention would be anticipated by claims 1-88 of the issued patent. 



9. In view of the amendment to claims 3, 13, 15, 29, 39, 65 and 89, the pending claim 
objections are withdrawn. 
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Claim Rejections - 35 USC § 112 
10. In view of the amendment to claim 77, the pending claim rejections under 35 
U.S.C. § 112 second paragraph are withdrawn. 



Claim Rejections - 35 USC § 101 
11. In view of the amendment to claims 27 and 77, then pending claim rejections 
imder 35 U.S.C. § 101 are withdrawn. 



Claim Rejections - 35 USC § 103 
12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
PatentabiUty shall not be negatived by the manner in which the invention was made. 



13. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a backgrotmd for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 
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1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

14. Claims 1-9, 13, 19-33, 37, 43-59, 63, 69-83, 87 and 93-100 are rejected under 35 
U.S.C. 103(a) as being tmpatentable over Snyder et al. (U.S. Patent 6,038,561) in view of 
Hammond (U.S. Patent 7,139,755). 

15. Regarding claim 1, Snyder et al. teaches an apparatus for identifying potential 
patent infringement substantially as claimed, comprising: 

a) an input device for inputting information regarding a patent (see disclosure 

that the user enters a patent number, col. 26, lines 42-44; see also Query 
Entry Screen in drawing Figure lOA; see also col. 27, lines 22-24; see also 
Claim Query Entry Screen in drawing Figure llA); 

b) a processing device for processing the information regarding the patent (see 

processors 30 and 30' in drawing Figure lA, et seq.), wherein the 
processing device is configured to: 
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i) identify at least one claim of the patent (see disclosure that the patent 

documents are parsed to extract all of the individual patent claims, 
col. 26, lines 45-51; see also col. 11, lines 21-31; see also col. 12, lines 
22-67 et seq.); 

ii) parse the at least one claim to identify at least one term in the at least one 

claim (see disclosure that the patent documents are parsed to extract 
all of the individual patent claims, col. 26, lines 45-51; see also col. 11, 
lines 21-31; see also col. 12, lines 22-67 et seq.; see also disclosure of 
the processing of claims to extract relevant terms and generate 
vectors, col. 13, line 12 through col. 15, line 67); 

iii) formulate a search query comprising the at least one term (see 

disclosure of the comparison of the specified patent and individual 
claims in the dataset, col. 26, lines 44-58; see also disclosure that the 
user may specify a comparison between a single claim and all other 
claims in the dataset, col. 27, lines 13-17 and 32-34; see also col. 4, lines 
49-62); 

iv) obtain information regarding at least one of a product, products, a 

service, and services (see disclosure that both structured and non- 
structured documents can be searched, said structured documents 
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including patent documents, and wherein said documents can be 
retrieved from the Internet, col. 11, lines 15-45); 
v) perform a search of the information regarding at least one of a product, 
products, a service and services using the search query (see disclosure 
that both structured and non-structured documents can be searched, 
said structured documents including patent documents, and wherein 
said documents can be retrieved from the Internet, col. 11, lines 15- 
45); and 

c) an output device for outputting result of the search (see drawing Figure IOC et 
seq.). 

Snyder et al. does not explicitly teach an apparatus wherein the search query 
includes a foreign language translation of the at least one term. 

Hammond, however, teaches an apparatus wherein the search query includes a 
foreign language translation of the at least one term (see disclosure that queries may be 
expanded to include terms related to the query terms entered by the user, referred to as 
unentered terms, col. 4, lines 32-44; see also disclosure that the language resolver will 
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perform query expansion by including unentered terms such as various foreign 
language equivalents of user-entered query terms, col. 7, lines 11-29). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to perform query expansion to include foreign language translations of query 
terms, since this would allow the query engine to search for and locate relevant 
information in languages other than English, col. 7, lines 17-20. 



16. Regarding claim 27, Snyder et al. teaches an apparatus for analyzing potential 
patent infringement substantially as claimed, comprising: 

a) a receiver for receiving information regarding a patent (see disclosure that the 

user enters a patent number, col. 26, lines 42-44; see also Query Entry 
Screen in drawing Figure lOA; see also col. 27, lines 22-24; see also Claim 
Query Entry Screen in drawing Figure llA); 

b) a processing device for processing the information regarding the patent (see 

processors 30 and 30' in drawing Figure lA, et seq.), wherein the 
processing device is configured to: 
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i) identify at least one claim of the patent (see disclosure that the patent 

documents are parsed to extract all of the individual patent claims, 
col. 26, lines 45-51; see also col. 11, lines 21-31; see also col. 12, lines 
22-67 et seq.); 

ii) parse the at least one claim to identify at least one term in the at least one 

claim (see disclosure that the patent documents are parsed to extract 
all of the individual patent claims, col. 26, lines 45-51; see also col. 11, 
lines 21-31; see also col. 12, lines 22-67 et seq.; see also disclosure of 
the processing of claims to extract relevant terms and generate 
vectors, col. 13, line 12 through col. 15, line 67); 

iii) formulate a search query comprising the at least one term (see 

disclosure of the comparison of the specified patent and individual 
claims in the dataset, col. 26, lines 44-58; see also disclosure that the 
user may specify a comparison between a single claim and all other 
claims in the dataset, col. 27, lines 13-17 and 32-34; see also col. 4, lines 
49-62); 

iv) generate a claim chart (see disclosure that the user can display matching 

claims side-by-side, col. 27, lines 1-5 and 32-36; see also drawing 
Figure IOC et seq.); and 
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v) perform a search of the information regarding at least one of a product, 
and a service using the query (see disclosure that both structured and 
non-structured documents can be searched, said structured 
documents including patent documents, and wherein said documents 
can be retrieved from the Internet, col. 11, lines 15-45); and 
c) a transmitter for transmitting the information contained in the claim chart to a 

user communication device in order to display the claim chart (see drawing 

Figure IOC et seq.; see also disclosure that the client computer may be a 

portable computer, col. 10, lines 52-53). 

Snyder et al. does not explicitly teach an apparatus wherein the search query 
includes a foreign language translation of the at least one term. 

Hammond, however, teaches an apparatus wherein the search query includes a 
foreign language translation of the at least one term (see disclosure that queries may be 
expanded to include terms related to the query terms entered by the user, referred to as 
unentered terms, col. 4, lines 32-44; see also disclosure that the language resolver will 
perform query expansion by including unentered terms such as various foreign 
language equivalents of user-entered query terms, col. 7, lines 11-29). 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to perform query expansion to include foreign language translations of query 
terms, since this would allow the query engine to search for and locate relevant 
information in languages other than English, col. 7, lines 17-20. 

17. Regarding claim 51, Snyder et al. teaches a computer-implemented method for 
analyzing potential patent infringement substantially as claimed, comprising: 

a) inputting information regarding a patent into a processing device (see 

disclosure that the user enters a patent number, col. 26, lines 42-44; see also 
Query Entry Screen in drawing Figure IDA; see also col. 27, lines 22-24; see 
also Claim Query Entry Screen in drawing Figure llA); 

b) processing the information regarding the patent with the processing device 

(see disclosure that the system will analyze all members of the database of 
patents against the patent entered, col. 26, lines 44-45; see also col. 27, lines 
24-25); 
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c) identifying a claim of the patent (see disclosure that the patent documents are 

parsed to extract all of the individual patent claims, col. 26, lines 45-51; see 
also col. 11, lines 21-31; see also col. 12, lines 22-67 et seq.); 

d) parsing the claim to identify at least one term in the claim (see disclosure that 

the patent documents are parsed to extract all of the individual patent 
claims, col. 26, lines 45-51; see also col. 11, lines 21-31; see also col. 12, lines 
22-67 et seq.; see also disclosure of the processing of claims to extract 
relevant terms and generate vectors, col. 13, line 12 through col. 15, line 67); 

e) formulating a search query containing the at least one term (see disclosure of 

the comparison of the specified patent and individual claims in the dataset, 
col. 26, lines 44-58; see also disclosure that the user may specify a 
comparison between a single claim and all other claims in the dataset, col. 
27, lines 13-17 and 32-34); 

f ) searching information regarding at least one of a product, products, a service, 

and services using the query (see disclosure that the system will analyze all 
members of the database of patents against the patent entered, col. 26, lines 
44-45; see also col. 27, lines 24-25; see also disclosure that the selected 
patent/claim is compared with other claims in the dataset, col. 26, lines 44- 
58 and col. 27, lines 13-17 and 32-34); 
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g) generating claim chart information containing at least some of the information 

regarding the at least one of a product, products, a service, and services 
(see disclosure that the user can display matching claims side-by-side, col. 
27, lines 1-5 and 32-36; see also drawing Figure IOC et seq.); and 

h) outputtrng the claim chart information (see drawing Figure IOC et seq.). 

Snyder et al. does not explicitly teach a method wherein the search query 
includes a foreign language translation of the at least one term. 

Hammond, however, teaches a method wherein the search query includes a 
foreign language translation of the at least one term (see disclosure that queries may be 
expanded to include terms related to the query terms entered by the user, referred to as 
unentered terms, col. 4, lines 32-44; see also disclosure that the language resolver will 
perform query expansion by including unentered terms such as various foreign 
language equivalents of user-entered query terms, col. 7, lines 11-29). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to perform query expansion to include foreign language translations of query 
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terms, since this would allow the query engine to search for and locate relevant 
information in languages other than English, col. 7, lines 17-20. 



18. Regarding claim 77, Snyder et al. teaches a computer-implemented method for 
analyzing potential patent infringement substantially as claimed, comprising: 

a) receiving information regarding a patent (see disclosure that the user enters a 

patent number, col. 26, lines 42-44; see also Query Entry Screen in drawing 
Figure lOA; see also col. 27, lines 22-24; see also Claim Query Entry Screen 
in drawing Figure 11 A); 

b) processing the information regarding the patent (see disclosure that the 

system will analyze all members of the database of patents against the 
patent entered, col. 26, lines 44-45; see also col. 27, lines 24-25); 

c) identifying a claim of the patent (see disclosure that the patent documents are 

parsed to extract all of the individual patent claims, col. 26, lines 45-51; see 
also col. 11, lines 21-31; see also col. 12, lines 22-67 et seq.); 

d) formulating a search query containing terms in the claim (see disclosure of the 

comparison of the specified patent and individual claims in the dataset, col. 
26, lines 44-58; see also disclosure that the user may specify a comparison 
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between a single claim and all other claims in the dataset, col. 27, lines 13- 

17 and 32-34); 

e) searching information regarding at least one of a product, products, a service, 

and services using the query (see disclosure that the system will analyze all 
members of the database of patents against the patent entered, col. 26, lines 
44-45; see also col. 27, lines 24-25; see also disclosure that the selected 
patent/claim is compared with other claims in the dataset, col. 26, lines 44- 
58 and col. 27, lines 13-17 and 32-34); 

f ) generating claim chart information containing at least some of the information 

regarding the at least one of a product, products, a service, and services 
(see disclosure that the user can display matching claims side-by-side, col. 
27, lines 1-5 and 32-36; see also drawing Figure IOC et seq.); and 

g) transmitting the claim chart information to a user communication device in 

order to display the claim chart to a user (see drawing Figure IOC et seq.; 
see also disclosure that the client computer may be a portable computer, 
col. 10, lines 52-53). 

Snyder et al. does not explicitly teach a method wherein the search query 
includes a foreign language translation of the at least one term. 
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Hammond, however, teaches a method wherein the search query includes a 
foreign language translation of the at least one term (see disclosure that queries may be 
expanded to include terms related to the query terms entered by the user, referred to as 
unentered terms, col. 4, lines 32-44; see also disclosure that the language resolver will 
perform query expansion by including tmentered terms such as various foreign 
language equivalents of user-entered query terms, col. 7, lines 11-29). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to perform query expansion to include foreign language translations of query 
terms, since this would allow the query engine to search for and locate relevant 
information in languages other than English, col. 7, lines 17-20. 

19. Regarding claims 2 and 52, Snyder et al. additionally teaches a computer- 
implemented method and apparatus including a laptop or notebook computer (see 
disclosure that the client computer may be a portable computer, col. 10, lines 52-53). 
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20. Regarding claims 3 and 29, Snyder et al. additionally teaches an apparatus 
further comprising a database (see dataset 10a in drawing Figure IB; see also disclosure 
that a dataset is a document database, col. 7, lines 64-66), wherein the database contains 
product descriptions (see disclosure that both structured and non-structured documents 
can be searched, said non-structured documents including technical publications, non- 
structured portions of structured documents, etc., col. 20, lines 29-36; see also the text of 
claim 11, disclosing that the documents are attributable to a product, col. 29, lines 34- 
35). 

21. Regarding claims 4 and 54, Snyder et al. additionally teaches a computer- 
implemented method and apparatus including a transmitter for transmitting at least 
one of an information request to an information source computer and a claim chart 
information to a user communication device (see drawing Figure IOC; see also 
disclosure that the client computer may be a portable computer, col. 10, lines 52-53). 

22. Regarding claims 5 and 55, Snyder et al. additionally teaches a computer- 
implemented method and apparatus including a receiver for receiving at least one of 
patent information from a user communication device and a response to a request for 
information from an iriformation source computer (see disclosure that the user enters a 
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patent number, col. 26, lines 42-44; see also Query Entry Screen in drawing Figure lOA; 
see also col. 27, lines 22-24; see also Claim Query Entry Screen in drawing Figure 11 A; 
see also disclosure that the client computer may be a portable computer, col. 10, lines 
52-53; see also col. 10, lines 20-33). 

23. Regarding claims 6, 30, 56 and 80, Snyder et al. additionally teaches a computer- 
implemented method and apparatus wherein the processing device at least one of 
processes and parses the text information of the patent in order to identify the claims of 
the patent (see disclosure that the patent documents are parsed to extract all of the 
individual patent claims, col. 26, lines 45-51; see also col. 11, lines 21-31; see also col. 12, 
lines 22-67 et seq.). 

24. Regarding claims 7, 31, 57 and 81, Snyder et al. additionally teaches a computer- 
implemented method and apparatus wherein the processing device is configured to 
automatically utilize at least one of a word processing searching technique, a text 
analysis processing technique, and a semantic analysis processing technique, to identify 
the claims of the patent (see col. 12, lines 42-67 et seq.). 
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25. Regarding claims 8, 32, 58 and 82, Snyder et al. additionally teaches a computer- 
implemented method and apparatus wherein the at least one claim comprises an 
independent claim (see disclosure that the claims are analyzed in order to identify any 
dependencies to other claims [and thus identifying independent claims], col. 12, lines 
50-57). 

26. Regarding claims 9, 33, 59 and 83, Snyder et al. additionally teaches a computer- 
implemented method and apparatus wherein the processing device is configured to 
automatically parse the information contained in the independent claim to identify text 
corresponding to the preamble and to a claim limitation of the independent claim (see 
col. 6, lines 60-61; see also col. 11, lines 21-31; see also col. 12, lines 22-67). 

27. Regarding claims 13, 37, 63 and 87, Hammond additionally teaches a computer- 
implemented method and apparatus wherein the search query further contains a 
synonym of the at least one term (see disclosure of the synon)mi resolver, which 
expands a query entered by a user by expanding the query so that it contains one or 
more synonyms of the one or more terms originally entered by the user, col. 7, lines 30- 
41). 
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28. Regarding claims 19, 43, 69 and 93, Snyder et al. additionally teaches a 
computer-implemented method and apparatus wherein the processing device is 
configured to generate a claim chart in a plurality of languages (see disclosure that the 
system can operate to process foreign language documents, col. 16, lines 13-17; see also 
disclosure that the user can display matching claims side-by-side, col. 27, lines 1-5 and 
32-36; see also drawing Figure IOC et seq.). 

29. Regarding claims 20, 44, 70 and 94, Snyder et al. additionally teaches a 
computer-implemented method and apparatus wherein the processing device is 
configured to automatically perform a search of a publication which references a patent 

(see disclosure that the system processes a variety of incoming documents from 
different sources, which would include documents which referenced a patent, col. 11, 
lines 21-45). 

30. Regarding claims 21, 45, 71 and 95, Snyder et al. additionally teaches a 
computer-implemented method and apparatus wherein the processing device is 
configured to automatically ascertain at least one of an inventor and an assignee of the 
patent (see disclosure that the concept query results screen includes an abbreviated 
section describing, inter alia, inventors and assignees, col. 26, lines 6-21; see also 
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disclosure that as part of the document clustering function, documents can be displayed 
by presenting identifying attributes, such as title and author, col. 23, lines 42-59). 

31. Regarding claims 22, 46, 72 and 96, Snyder et al. additionally teaches a 
computer-implemented method and apparatus wherein at least one of a product, 
products, a service, and services comprises a first product marked with at least one of a 
patent number and a patent pending notice (see disclosure that both structured and 
non-structured documents can be searched, said structured documents including patent 
documents, and wherein said documents can be retrieved from the Intemet, col. 11, 
lines 15-45; since the parent claims cite retrieving information about any products, this 
would include products marked with a patent number or a patent pending notice). 

32. Regarding claim 23, Snyder et al. additionally teaches an apparatus wherein the 
processing device generates a claim chart and the claim chart contains preamble text 
information and text information for at least one claim limitation, and further wherein 
the claim chart contains information identifying matter in an identified product or 
service, the matter corresponding to the preamble text information and the text 
information for the at least one claim limitation (see disclosure that the system will 
analyze all members of the database of patents against the patent entered, col. 26, lines 
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44-45; see also col. 27, lines 24-25; see also disclosure that the selected patent/claim is 
compared with other claims in the dataset, col. 26, lines 44-58 and col. 27, lines 13-17 
and 32-34; see also disclosure that the user can display matching claims side-by-side, 
col. 27, lines 1-5 and 32-36; see also drawing Figure IOC, et seq.). 

33. Regarding claims 24, 48, 74 and 98, Snyder et al. additionally teaches a 
computer-implemented method and apparatus wherein the at least one term is at least 
one of highlighted, tmderlined and emboldened in the claim chart (see disclosure of the 
highlighting of terms in the patents, col. 26, lines 22-32; see also drawing Figure 9F). 

34. Regarding claims 25, 49, 75 and 99, Snyder et al. additionally teaches a 
computer-implemented method and apparatus wherein the method and apparatus 
operates automatically (see col. 3, lines 4-18; see also col. 25, lines 39-42). 

35. Regarding claims 26, 50, 76 and 100, Snyder et al. additionally teaches a 
computer-implemented method and apparatus wherein the method and apparatus 
utilize a variety of networks, including an optical commtmications network [claim 26], 
an RF signal communications network [claim 50], a wireless commtmication network 
[claim 76] and a satellite communications network [claim 100] (see disclosure that the 
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system includes an interface to outside networks, col. 9, lines 45-51; see also disclosure 
that the file storage system can be connected via various local area and wide area 
networks, col. 10, lines 39-41; see also disclosure that the clients and servers may 
interact with each other via the Internet or any other communications method, col. 10, line 64 
through col. 11, line 1). 

36. Regarding claims 28 and 78, Snyder et al. additionally teaches a computer- 
implemented method and apparatus including a server (see server 20 in drawing 
Figures lA and IB). 

37. Regarding claims 47, 73 and 97, Snyder et al. additionally teaches a computer- 
implemented method emd apparatus wherein the processing device generates a claim 
chart and the claim chart contains at least one of preamble text information and text 
information for at least one claim limitation, and further wherein the claim chart 
contains information regarding whether an identified product or service contains 
features of a claim preamble of the patent and a claim element or the patent, literally or 
under the Doctrine of Equivalents (see disclosure that the system will analyze all 
members of the database of patents against the patent entered, col. 26, lines 44-45; see 
also col. 27, lines 24-25; see also disclosure that the selected patent/claim is compared 
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with other claims in the dataset, col. 26, lines 44-58 and col. 27, lines 13-17 and 32-34; see 
also disclosure that the user can display matching claims side-by-side, col. 27, lines 1-5 
and 32-36; see also drawing Figure IOC, et seq.). 

38. Regarding claims 53 and 79, Snyder et al. additionally teaches a computer- 
implemented method wherein the step of searching comprises searching a database (see 
disclosure that both structured and non-structured documents can be searched, said 
structured documents including patent documents, and wherein said documents can be 
retrieved from the Internet, col. 11, lines 15-45; see also disclosure that the system will 
analyze all members of the database of patents against the patent entered, col. 26, lines 
44-45; see also col. 27, lines 24-25; see also disclosure that the selected patent/claim is 
compared with other claims in the dataset, col. 26, lines 44-58 and col. 27, lines 13-17 
and 32-34). 

39. Claim 10 is rejected under 35 U.S.C. 103(a) as being tmpatentable over Snyder et 
al. (U.S. Patent 6,038,561) in view of Hammond (U.S. Patent 7,139,755) as applied to 
claims 1-9, 13, 19-33, 37, 43-59, 63, 69-83, 87 and 93-100 above, and further in view of 
Pedersen et al. (U.S. Patent 5,278,980). 
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40. Regarding claim 10, Snyder et al. and Hammond teach an apparatus 
substantially as claimed. 

Neither Snyder et al. nor Hammond explicitly teach an apparatus wherein the at 
least one term comprises a first term and a second term and wherein the processing 
device is further configured to formulate the search query so that the search query 
imposes a proximity constraint requiring the first term to be fotmd within a predefined 
proximity of the second term. 

Pedersen et al., however, teaches an apparatus wherein the at least one term 
comprises a first term and a second term and wherein the processing device is further 
configured to formulate the search query so that the search query imposes a proximity 
constraint requiring the first term to be fotmd within a predefined proximity of the 
second term (see disclosure of the use of proximity operators in performing search 
operations on text documents, col. 3, lines 10-42). 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to utilize proximity operators in a text search operation, since this would 
enable the user to form phrase-like queries that embody concepts that are not 
expressible as a single word (see col. 3, lines 22-42). 

41. Claims 62, 86 and 92 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Snyder et al. (U.S. Patent 6,038,561) in view of Hammond (U.S. Patent 7,139,755) as 
applied to claims 1-9, 13, 19-33, 37, 43-59, 63, 69-83, 87 and 93-100 above, and further in 
view of Yamada et al. (U.S. Patent 6,845,486). 

42. Regarding claims 62, 86 and 92, Snyder et al. and Hammond teach an apparatus 
substantially as claimed. 

Neither Snyder et al. nor Hammond explicitly teach an apparatus wherein the 
processing device is configured to transmit a natural language question to a chat room 
and obtain the information regarding at least one of a product, products, service and 
services from the chat room, although Snyder et al. does teach that both structured and 
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non-structured documents can be searched, said structured documents including patent 
documents, and wherein said documents can be retrieved from the Internet, col. 11, 
lines 15-45. 

Yamada et al., however, teaches an apparatus wherein the processing device is 
configured to transmit a natural language question to a chat room or on-line bulletin 
board and obtain the information regarding at least one of a product, products, service 
and services from the chat room (see disclosure that the user can interact directly with a 
salesperson by posing questions and receiving answers or information on services 
through a chat ftmction, email or other means, col. 10, lines 5-16). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to allow access to chat rooms or on-line bulletin boards, since chat rooms and 
bulletin boards are Internet-accessible sources of information about products and 
services, and so a user seeking information regarding a product or service with Internet 
access would have been motivated to utilize chat rooms and/or on-line bulletin boards. 
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43. Claims 14, 38, 64 and 88 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Snyder et al. (U.S. Patent 6,038,561) in view of Hammond (U.S. Patent 7,139,755) as 
applied to claims 1-9, 13, 19-33, 37, 43-59, 63, 69-83, 87 and 93-100 above, and further in 
view of Maze et al. (U.S. Patent Application Publication 2003/0088581). 



44. Regarding claims 14, 38, 64 and 88, Snyder et al. and Hammond teach a 
computer-implemented method and apparatus substantially as claimed. 

Neither Snyder et al. nor Hammond explicitly teach a computer-implemented 
method and apparatus wherein the at least one term comprises a plurality of terms, and 
the search query comprises an accuracy constraint requiring the presence of a pre- 
defined percentage of the terms. 

Maze et al., however, teaches a computer-implemented method and apparatus 
wherein the at least one term comprises a plurality of terms, and the search query 
comprises an accuracy/integrity constraint requiring the presence of a pre-defined 
percentage of the terms (see paragraph [0059]). 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to impose an accuracy/integrity constraint on a query, since this would serve 
to limit the returned search results to a more manageable amount, displaying to the 
user only the most relevant results. 

45. Claims 15, 39, 65 and 89 are rejected tmder 35 U.S.C. 103(a) as being unpatentable 
over Snyder et al. (U.S. Patent 6,038,561) in view of Hammond (U.S. Patent 7,139,755) as 
applied to claims 1-9, 13, 19-33, 37, 43-59, 63, 69-83, 87 and 93-100 above, and further in 
view of Thomas (U.S. Patent 6,401,118). 

46. Regarding claims 15, 39, 65 and 89, Snyder et al. and Hammond teach a 
computer-implemented method and apparatus substantially as claimed. 

Neither Snyder et al. nor Hammond explicitly teach a computer-implemented 
method and apparatus wherein the processing device is configured to automatically 
perform the search by utilizing a meta search engine, although Snyder et al. does teach 
that both structured and non-structured documents can be searched, said structured 
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documents including patent documents, and wherein said documents can be retrieved 
from the Internet, col. 11, lines 15-45. 

Thomas, however, teaches a computer-implemented method and apparatus 
wherein the processing device is configured to automatically perform the search by 
utilizing a meta search engine (see drawing Figure 5; see also col. 15, line 31 through 
col. 16, line 39). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to utilize a meta search engine, since this would allow the system to provide 
results from a diverse body of search engines using different search methodologies and 
strategies, thus returning a more robust search result set than could be produced 
through the use of a single search engine. 

47. Claims 16, 17, 40, 41, 66, 90 and 91 are rejected tmder 35 U.S.C. 103(a) as being 
unpatentable over Snyder et al. (U.S. Patent 6,038,561) in view of Hammond (U.S. 
Patent 7,139,755) as applied to claims 1-9, 13, 19-33, 37, 43-59, 63, 69-83, 87 and 93-100 
above, and further in view of Barney (U.S. Patent 6,289,341). 
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48. Regarding claims 16, 40, 66 and 90, Snyder et al. and Hammond teach a 
computer-implemented method and apparatus substantially as claimed. 

Neither Snyder et al. nor Hammond explicitly teaches a computer-implemented 
method and apparatus wherein the processing device is configured to perform the 
search on a web site associated with at least one of a manufacturer, a wholesaler, and a 
retailer, of at least one of the product, products, a service, and services, although 
Snyder et al. does teach that both structured and non-structured documents can be 
searched, said structured documents including patent documents, and wherein said 
documents can be retrieved from the Internet, col. 11, lines 15-45. 

Barney, however, teaches a computer-implemented method and apparatus 
wherein the processing device is configured to perform the search on a web site 
associated with at least one of a manufacturer, a wholesaler, and a retailer, of at least 
one of the product, products, a service, and services (see disclosure of the search of web 
sites to identify intellectual property infringement issues, col. 1, line 59 through col. 2, 
line 42). 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to perform searches of web sites when seeking infringement information, 
since the Internet is widely used as a distribution medium for products and services, 
and also since web pages allow for automated searching. 

49. Regarding claims 17, 41 and 91, Barney additionally teaches a computer- 
implemented method and apparatus wherein the processing device is configured to 
perform the search on at least one of advertising information, marketing information, 
product review information, services review information, manufacturer information 

and distributor information (see disclosure of the search of web sites to identify 
intellectual property infringement issues, col. 1, line 59 through col. 2, line 42). 

50. Claim 67 is rejected tmder 35 U.S.C. 103(a) as being tmpatentable over Snyder et 
al. (U.S. Patent 6,038,561) in view of Hammond (U.S. Patent 7,139,755) as applied to 
claims 1-9, 13, 19-33, 37, 43-59, 63, 69-83, 87 and 93-100 above, and further in view of 
CNET ("Welcome to CNET!"). 
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51. Regarding claim 67, Snyder et al. and Hammond teach a computer-implemented 
method substantially as claimed. 

Neither Snyder et al. nor Hammond explicitly teaches a computer-implemented 
method wherein the step of searching comprises searching product review information, 
although Snyder et al. does teach that both structured and non-structured documents 
can be searched, said structured documents including patent documents, and wherein 
said documents can be retrieved from the Internet, col. 11, lines 15-45. 

CNET, however, teaches a computer-implemented method wherein the step of 
searching comprises searching product review information (see under CNET Services 
the subject headings 'Hardware Reviews', 'Electronics Reviews', and 'Software 
Reviews'). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to search product reviews, since product reviews typically provide an 
overview of new products recently introduced on the market, and as such would likely 
be among the earliest disclosures of newly infringing products available. 
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Allowable Subject Matter 

52. Claims 12, 18, 36, 42 and 68 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

53. The following is a statement of reasons for the indication of allowable subject 
matter: 

Contemporary prior art (such as, for instance, col. 1, lines 26-36 and col. 2, lines 
35-47 of Shwe et al., U.S. Patent 6,560,590) discloses the use of agents which can be used 
in order to automatically receive questions and attempt to provide answers to the 
questions, but fail to disclose the feature of a processing device and method which 
automatically generates and transmits a natural language question to a chat room or an 
on-line bulletin board in order to obtain information about a product products, service 
or services, as in dependent claims 12, 18, 36, 42 and 68. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Luke S. Wassum whose telephone number is 571-272- 
4119. The examiner can normally be reached on Monday-Friday 8:30-5:30, alternate 
Fridays off. 

If attempts to reach the examiner by telephone are tmsuccessful, the examiner's 
supervisor, John R. Cottingham can be reached on 571-272-7079. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

In addition, INFORMAL or DRAFT commtmications may be faxed directly to the 
examiner at 571-273-4119, or sent via email at jukerWassu^^^^^ with a previous 

written authorization in accordance with the provisions of MPEP § 502.03. Such 
communications must be clearly marked as INFORMAL, DRAFT or UNOFFICIAL. 

Customer Service for Tech Center 2100 can be reached during regular business 
hours at (571) 272-2100, or fax (571) 273-2100. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for impublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




/Luke S. Wassum/ 
Primary Examiner 
Art Unit 2167 
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